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Application/Control Number: 1 0/583, 1 59 Page 2 

Art Unit: 1624 

DETAILED ACTION 
Claim Rqjectians - 36 USC§ 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112^ 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claim 13 and 31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

1. Claim 2 calls for steps a and b to be done "simultaneously", but that is impossible, since 
b uses the product of step a. Therefore, a must come first; the reaction must be 
sequential. The traverse is unpersuasive. The remarks do not deal with the essential 
problem, which is that step be is done on the product of step a, and so therefore, step b 
must come after step a; it must be sequential. The fact that the processes are carried 
out "at a macrosopic scale" is not the issue here; scale does not matter. What matters is 
that the starting material for step b is only generated in step a, so that step b cannot be 
simultaneous. The remarks state that "both reactions of steps a) and b) are taking place 
in the same reaction vessel at the same time, and thus, simultaneouslj^'. However, the 
"in one reaction container" is already itself specified later in the claim, so that the 
"simultaneously" does not convey this. It is thus not clear what applicants intend. Is 
perhaps intended this: "The process according to claim 12 in which the organic base of 
Formula IV is added at the same time as the protic solvent."? If so, that would clear 
convey what is actually happening. If not, then what? 
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Claims 14-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
apphcant regards as the invention. 

The use of "comprising" is improper for Markush groups (as in e.g. claim 17). See 
MPEP 2173.05(h). Suggested is "is" as was done in e.g. original claim 7. 

Claim 30 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

What does "free of A2" entail? The term does not appear in the specification. Page 7 
does have the term "may be present in an amount below the practicable detection limit." It 
is assumed that that is the intention of the new claim language. However, there is no way 
of telling what this refers to. Different detection technologies, such as PMR or MS have 
different limits. The specification contains no guidance as to which methodology one is 
supposed to use to determine that the A2 isomer is absent. 

laSmnatian Disclosure Statement 

12223096, 12301620, and 12303438 remain in pre-exam processing and cannot be 
considered at the present time. 

12093657, 12303411, and patents 7,253,320, 7,250,508, 7,098,362, and 6,949,641 
have been checked but present no conflict. 

SpedGcation 

The abstract states that there is a process, but does not set forth what the process 
actually consists of. The problem is that the abstract is incomprehensible without the 
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formula. Applicants have removed Formula 1. Structures are needed for la, II, III and IV 
(but not V). 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the maiUng date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) wiU be calculated from the maihng date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark L. Berch whose telephone number is 571-272-0663. 
The examiner can normally be reached on M-F 7^15 - 3^45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on (571)272-0661. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
apphcations may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http-//pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would hke assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 0N USA 
OR CANADA) or 571-272-1000. 

/Mark L. Berch/ 
Primary Examiner 
Art Unit 1624 
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